D. Remarks 

The claims are 22-30, with claims 22 and 26 being independent. Claims 1- 
21 have been cancelled without prejudice or disclaimer. New claims 22-30 have been 
added. These new claims are supported by the original, and now cancelled, claims 1-21, as 
well as by the specification and the drawings. The specification has been amended to 
correct typographical, grammatical and syntax errors and to conform the text better with 
proper idiomatic English. No new matter has been added. Reconsideration of the present 
invention is expressly requested. 

Initially, as a formal matter, Applicant requests that the Examiner clearly 
acknowledge receipt of the certified copies of the priority documents. The section in the 
Office Action Summary (PTOL-326) related to the claim to priority under 35 U.S.C. § 1 19 
does not appear to have been completely filled out by the Examiner. 

Claims 1-4, 6 and 7 stand rejected under 35 U.S.C. § 102(e) as being 
allegedly anticipated by U.S. Patent No. 6,759,471 B2 (Ukuda). Claims 1, 2, 6-9, 13-16, 
20 and 21 stand rejected under 35 U.S.C. § 103(a) as being allegedly unpatentable over 
U.S. Patent No. 5,847,877 (Imamura). Claims 3-5, 10-12 and 17-19 stand rejected under 
35 U.S.C. § 103(a) as being allegedly unpatentable over Imamura in view of U.S. Patent 
No. 6,778,240 B2 (Nakamura). Claims 1, 6-8, 13-15, 17, 18, 20 and 21 stand rejected 
under the judicially created doctrine of obviousness-type double patenting over claims 1, 8, 
9 and 14-16 of U.S. Patent No. 6,912,092 B2 (the '092 patent). 

Since all rejected claims have been cancelled, these rejections are moot and 
should be withdrawn. 
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Applicant respectfully submits that new claims 22-30 are patentable over 
the cited art. These claims are directed, in part, to an optical element comprising 
polyvinylcarbazole, which contains inorganic fine particles. These particles include Ti0 2 
fine particles, Nb 2 0 5 fine particles, Cr 2 0 3 fine particles, and/or BaTi0 3 fine particles. 
Furthermore, the optical element satisfies the following two conditions: 

(1) n d > -6.667 x 10" 3 v d + 1.70 (n d is a refraction index with respect to a d- 
line and v d an Abbe number with respect to the d-line); and 

(2) v d <; 16. 

Ukuda 1 teaches optical materials. Ukuda discloses an optical material that 
is obtained by adding fine particles (ITO or Ti0 2 ) to a resin. However, the resin disclosed 
in Ukuda is not polyvinylcarbazole as presently claimed. Ukuda discloses resins such as 
PMMA and PC. Therefore, clearly;. Ukuda cannot affect the patentability of the presently 
claimed invention. 

Imamura discloses a laminate type diffractive optical element having two 
layers. One of the optical materials has T1 2 0 contained in Si0 2 to reduce the Abbe number. 
However, the optical material in Imamura is made of glass and, therefore, is not the optical 
material made of a resin (polyvinylcarbazole) as defined in the present invention. 



- Applicant notes that since Hideo Ukuda is listed as the sole inventor in the present 
application and in Ukuda, the latter does not qualify as prior art under 35 U.S.C. § 102(e). 
However, since Ukuda' s corresponding European application was published 
( EP 1 065 531 A2) more than 1 year before the filing date of the subject application, the 
rejection over Ukuda is being addressed on the merits based on the disclosure in the 
European publication. It should be noted, however, that Applicant does not concede that 
Ukuda is prior art. In that connection, EP '531 is already of record in the present case. 



Nakamura cannot cure the deficiencies of either Ukuda or Imamura. 
Nakamura discloses only an anti-glare and anti-reflection film in which Ti0 2 fine particles 
having a size of 100 nm or less are added to a resin. Like Ukuda and Imamura, Nakamura 
fails to disclose or suggest an optical element comprising polyvinylcarbazole, which 
contains inorganic fine particles. 

The Examiner has alleged in the Office Action that even though none of the 
cited documents discloses polyvinylcarbazole, such a material is very common for making 
optical elements and it would have been obvious to use it in lieu of the materials disclosed 
in the cited art. Applicant respectfully disagrees. 

First, Applicant submits that the Examiner did not set forth a prima facie 
case of obviousness with respect to the use:of polyvinylcarbazole. Even if this material is 
well-known for use in optical elements, absent some teaching or suggestion motivating an 
artisan to make the alleged modification, the Examiner has not met the legal burden of 
establishing prima facie obviousness. At most, the Examiner used impermissible 
hindsight, using Applicant's disclosure to modify the art. 

Second, in order for the Examiner's allegation to be valid, every well- 
known material that is used for optical elements would be obvious to use and would 
produce satisfactory results. This is not correct. Applicant submits that not every well- 
known optical material can provide an optical element satisfying the above-noted 
conditions (1) and (2). 

For example, it can be seen from Fig. 16 in Imamura that the more T1 2 0 is 
added to Si0 2 , the smaller the Abbe number. In order to reduce the Abbe number to less 
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than 20, more than 25 mol% of T1 2 0 must be added. However, if an amount of T1 2 0 
exceeds 30 mol%, it becomes difficult to form glass and scattering increases, so that an 
optical material is not formed. 2 In fact, in Imamura, addition of more than 30 mol% T1 2 0 
makes it impossible to form an optical material. Therefore, it is clear that even such a 
common optical material as glass is not automatically useful in the context of the presently 
claimed invention. 

According to the present invention, polyvinylcarbazole having a very low 
Abbe number (e.g., 17.3) is used as a resin, making it possible to form an optical material 
having an Abbe number of 16.0 or less. Specifically, the present inventor has determined 
that such a result can be achieved if the resin material is polyvinylcarbazole and fine 
particles as recited in the claims are added thereto(e.g;, in an amount of 10 weight percent 
(Examples)). This makes it possible to broaden the design- possibilities of an optical 
system, such as a laminate type diffractive optical element, and to form an optical system 
having properties, which have been difficult to achieve prior to the instant invention. 

Lastly, with respect to the issue of double patenting, the present claims are 
not a double patenting of the claims in the '092 patent, because the latter do not disclose 
polyvinylcarbazole resin. 

Wherefore, it is respectfully requested that the all rejections be withdrawn 
and that the present case be passed to issue. 

Applicants' undersigned attorney may be reached in our New York office by 
telephone at (212) 218-2100. All correspondence should continue to be directed to our 

- This is the reason why Fig. 16 shows the Abbe numbers of not less than 20. 
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address given below. 



Respectfully submitted, 



ay. 





M. Okun 
tbrney for Applicants 
Registration No. 48,512 



FITZPATRICK, CELLA, HARPER & SCDSfTO 
30 Rockefeller Plaza 
New York, New York 101 12-3801 
Facsimile: (212)218-2200 
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